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DETAILED ACTION 

1 . This final office action is in response to tlie amendnnent filed 14 February 2008. 

2. Claims 2-7, 9-11, 13-17, 19-20, and 25-32 are pending. Claims 8, 18, and 22-24 
are cancelled. Claims 25-32 are newly added. Claims 5, 15, 25, and 29 are 
independent claims. 

The rejection of claims 3, 5, and 9 under 35 USC 103 over Takahashi et al. (US 
5583543, patented 10 December 1996, hereafter Takahashi) and further in view of 
Beernink et al. (US 5710831, patented 20 January 1998, hereafter Beernink) and further 
in view of Edwards et al. (US 6452694, filed 1 December 1999, hereafter Edwards) and 
further in view of Eisenberg et al. (US 6452694, filed 14 August 1998, hereafter 
Eisenberg) has been withdrawn as necessitated by the amendment. 

The rejection of claims 2, 1 3, 1 5, and 20 under 35 USC 1 03 over Takahashi, 
Beernink, Edwards, Eisenberg, and further in view of Lui et al. (US 6256009, filed 24 
February 1999, hereafter Liu) has been withdrawn as necessitated by the amendment. 

The rejection of claim 4 under 35 USC 103 over Takahashi, Beernink, Edwards, 
Eisenberg, and further in view of Cobbley et al. (US 5546538, hereafter Cobbley) has 
been withdrawn as necessitated by the amendment. 

The rejection of claim 7 under 35 USC 103 over Takahashi, Beernink, Edwards, 
Eisenberg, and further in view of Bennett (US 2002/01 43831 , filed 28 March 2001 ) has 
been withdrawn as necessitated by the amendment. 
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The rejection of claim 14 under 35 USC 103 over Tal<aliaslii, Beerninl<, Edwards, 
Eisenberg, and Liu and furtlier in view of lias been witlidrawn as necessitated by tlie 
amendment. 

Tlie rejection of claim 16 under 35 USC 103 over Takahashi, Beernink, Edwards, 
Eisenberg, Liu and further in view of Berman has been withdrawn as necessitated by 
the amendment. 

The rejection of claim 17 under 35 USC 103 over Takahashi, Beernink, Edwards, 
Eisenberg, Liu and further in view of Bennett has been withdrawn as necessitated by 
the amendment. 

The rejection of claim 19 under 35 USC 103 over Takahashi, Beernink, Edwards, 
Eisenberg, Liu and further in view of Marianetti, II et al. (US 588988, patented 30 March 
1999, hereafter Marianetti) has been withdrawn as necessitated by the amendment. 

Election/Restrictions 

3. Newly submitted claims 25-32 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: The pending 
claims and the newly added claims are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct if they do not 
overlap in scope and are not obvious variants, and if it is shown that at least one 
subcombination is separately usable. In the instant case, the newly added 
subcombination has separate utility such as modifying a location in a second area 
based upon a location change in a first area. See MPEP § 806.05(d). 
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4. Since applicant lias received an action on tlie merits for tlie originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 25-32 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 3, 5, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overTakahashi etal. (US 5583543, patented 10 December 1996, hereafter Takahashi), 
and further in view of Beernink et al. (US 5710831, patented 20 January 1998, hereafter 
Beernink) and further in view of Edwards et al. (US 6459442, filed 1 December 1999, 
hereafter Edwards) and further in view of Eisenberg et al. (US 6452694, filed 14 August 
1998, hereafter Eisenberg) and further in view of Berman et al. (US 5760773, patented 
2 June 1998, hereafter Berman). 

As per independent claim 5, Takahashi disclose a computer implemented 
method of implementing a touch screen user interface for a computer system the 
method comprising the steps: 
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• Accepting text input strol<es in a first toucli-screen area, tlie first toucliscreen 
area configured for recognizing input strol<es as text input (Figure 3(b), item 24; 
column 10, lines 47-48; column 3, lines 20-24) 

• Displaying recognized text from the text input strokes in a second touch screen 
area, the second touchscreen area configured for recognizing input strokes as 
command strokes (Figure 3(c), see "very" inserted before "fine"; column 10, lines 
51-60; column 3, lines 25-29; column 11, lines 24-33) 

• Displaying the text input strokes in the first touch screen area (Figure 3(c), see 
"very" in item 22; column 9, lines 13-15) 

• Recognizing the text input strokes and displaying recognized text in the second 
touch-screen area (figure 3(c), see "very" inserted before "fine"; column 10, lines 
51-60) 

• Displaying a portion of the recognized text in the first touch-screen area, the 
portion of the recognized text shown as the text input strokes are recognized 
(Figure 3(c); column 1 0, line 61 - column 1 1 , line 1 1 ) 

• Moving the insertion point and the scroll control area in unison to the left 
((Figures 3a-3c: Here, the insertion point is to the left of the editing mark. Upon 
recognition of the text within the first touch screen area, the recognized text is 
inserted at the insertion point to the left of the editing mark) 

Takahashi fails to specifically disclose implementing in-place editing by replacing 
one or more previously recognized characters of the portion of the recognized text in the 
area with newly recognized one or more characters by recognizing new text input 
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strokes made over the one or more previously recognized cliaracters. However, 
Beerninl< discloses implementing in-place editing by replacing one or more previously 
recognized characters of the portion of the recognized text in the area with newly 
recognized one or more characters by recognizing new text input strokes made over the 
one or more previously recognized characters (Figures 2b and 4). It would have been 
obvious to one of ordinary skill in the art at the time of the applicant's invention to have 
combined Beernink with Takahashi, since it would have provided a user with an efficient 
and accurate method for correcting handwriting recognition (Beernink: column 2, lines 
4-6). 

Takahashi fails to specifically disclose a recognition history of recognized text. 
However, Edwards discloses a recognition history of recognized text (column 8, line 39- 
column 1 0, line 3). It would have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to have combined Edwards with Takahashi, since it 
would have allowed a user to rollback to an earlier version of the marked up text 
(column 8, line 39- column 10, line 3). 

Takahashi fails to disclose modifying the boundary of the touchscreen area. 
However, Eisenberg discloses a user resizing the size of an input area (column 1 1 , lines 
23-45). It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Eisenberg with Takahashi, since it would have 
allowed a user to easily modify the user input area. 

Takahashi fails to disclose the method of implementing a draggable scroll 
controller within the first touch-screen area for scrolling the portion of the recognized 
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text displayed in tlie first toucli-screen area. However, Berman discloses a draggable 
scroll controller (column 9, lines 37-40). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Takahashi's method of handwriting input with 
German's method of scrolling text with a draggable scroll controller, since it would have 
allowed a user to view text that appears before the current word in a method that is 
traditionally used in software applications. 

As per dependent claim 3, Takahashi further discloses the method including the 
steps of displaying the portion of the recognized text in the first touch-screen area in a 
first format and displaying the recognized text in the second touch-screen area in a 
second format, wherein the first format is larger than the second format (Figure 3(c)). 

As per dependent claim 6 Takahashi fails to disclose the method of implementing 
draggable navigation of the recognized text in the second touch-screen area by 
dragging a boundary of the first touch-screen area to change the portion of the 
recognized text shown in the first touch-screen area. However, Berman discloses the 
method of draggable navigation by dragging a boundary of a screen area (column 9, 
lines 52-54). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Takahashi's method of handwriting input with 
German's method of changing screen size by virtue of a draggable boundary, since it 
would have allowed a user to resize the writing and display areas inversely in a method 
that is traditionally used in software applications. 
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As per dependent claim 9, Tal<aliaslii furtlier discloses the method above 
wherein the step of recognizing the text input strokes includes immediately recognizing 
a character after a user completes at least one stroke that defines a character (column 
10, line 61- column 11, line 11). 

As per dependent claim 10, Takahashi fails to disclose the method wherein the 
touch-screen is provided on a person information device. However, Berman disclose a 
personal information device (column 1, lines 41-48; column 11, lines 2-5). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Takahashi's method of handwriting input with 
German's method of using a personal information device as the touch-screen, since it 
would have allowed a user the ability to use the method on a portable device. 

As per dependent claim 1 1 , Takahashi fails to disclose the method wherein the 
touch-screen is provided on a palmtop computer system. However, Berman disclose a 
palmtop computer system (column 1 , lines 41-48; column 1 1 , lines 2-5). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Takahashi's method of handwriting input with 
German's method of using a personal information device as the touch-screen, since it 
would have allowed a user the ability to use the method on a portable device. 

7. Claims 2, 13, 15, 20, 22, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takahashi, Beernink, Edwards, Eisenberg, and Berman and further 
in view of Lui et al. (US 6256009, filed 24 February 1999, hereafter Lui). 
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As per dependent claim 2, Tal<aliaslii fails to specifically disclose the method of 
implementing the step of scrolling the portion of the recognized text in the first touch- 
screen area as new text input strokes are recognized. However, Liu discloses scrolling 
the text as new input strokes are recognized (column 1 , lines 57-65). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Takahashi's method for handwriting input with 
Liu's method of scrolling text, since it would have allowed a user to continue to write 
without having to manually scroll text or worry about writing newer text on top of older 
text. 

As per independent claim 15, the applicant discloses the limitations substantially 
similar to those in claim 2. Claim 15 is similarly rejected. 

As per dependent claim 13, the applicant discloses the limitations substantially 
similar to those in claim 3. Claim 13 is similarly rejected. 

As per dependent claim 20 Takahashi further discloses the method wherein a 
single touch-screen display is used to implement the first and second area (Figures 3a- 
3c: Here, both touch-screen areas are displayed together in a single device). 

As per independent claim 22, the applicant discloses the limitations substantially 
similar to those in claim 2. Claim 22 is similarly rejected. 

As per dependent claim 24, the applicant discloses the limitations substantially 
similar to those in claim 20. Claim 24 is similarly rejected. 
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8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi, Beernink, Edwards, Eisenberg, and Berman and in further view of Cobbley 
et al. (U.S. 5,546,538). 

As per dependent claim 4, Takahashi further discloses displaying the text input 
strokes in a first part of the first touch-screen area (column 3, lines 20-24). However, 
Takahashi fails to specifically disclose displaying the portion of the recognized text in 
the second part of the first touch-screen area, wherein the text input strokes are shown 
in the first part until the text input strokes are recognized and resulting recognized text 
shown in the second part. However, Cobbley discloses a touch-screen area wherein 
the input strokes are displayed in a first touch-screen area and displaying the portion of 
the recognized text in the second part of the first touch-screen area, wherein the text 
input strokes are shown in the first part until the text input strokes are recognized and 
resulting recognized text shown in the second part (Figure 1; column 3, lines 26-32). 

It would have been obvious to one skilled in the art at the time of the applicant's 
invention to have combined Takahashi's method of handwriting input into a first area 
with Cobbley's method of displaying recognized text in the same area, since it would 
have allowed users to enter and view text in the same touch-screen area. 

9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi, Beernink, Edwards, Eisenberg, and Berman and further in view of Bennett 
(US 2002/0143831, filed 28 March 2001). 
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As per dependent claim 7, Tal<aliaslii fails to disclose the method further 
including the step of implementing tab spots in the touch-screen area to change location 
of a text entry point with respect to a plurality of fields. However, Bennett discloses the 
method of implementing tab spots to change location of a text entry point with respect to 
a plurality of fields (page 10, paragraph 179). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Takahashi's method of handwriting text input 
with Bennett's method of changing data fields, since it would have allowed a user to 
navigate anywhere and edit any field using only one key (Bennett: page 10, paragraph 
179). 

10. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi, Beernink, Edwards, Eisenberg, Berman, and Liu, and further in view of 
Cobbley. 

As per dependent claim 14, Takahashi, Beernink, Edwards, Eisenberg, Berman, 
and Liu disclose the limitations similar to those in claim 15, and the same rejection is 
incorporated herein. The applicant discloses the limitations substantially similar to 
those in claim 4. Claim 14 is similarly rejected. 

11. Claims 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takahashi, Beernink, Edwards, Eisenberg, Berman, and Lui, and further in view of 
Berman. 
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As per dependent claim 16, Tal<aliaslii, Beerninl<, Edwards, Eisenberg, Berman 
and Liu disclose the limitations similar to those in claim 15, and the same rejection is 
incorporated herein. The applicant discloses the limitations substantially similar to 
those in claim 6. Claim 16 is similarly rejected. 

As per dependent claim 18, Takahashi, Beernink, Edwards, Eisenberg, Berman 
and Liu disclose the limitations similar to those in claim 15, and the same rejection is 
incorporated herein. The applicant discloses the limitations substantially similar to 
those in claim 8. Claim 18 is similarly rejected. 

12. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi, Beernink, Edwards, Eisenberg, Berman, and Liu, and in further view of 
Bennett. 

As per dependent claim 17, the applicant discloses the limitations substantially 
similar to those in claim 7. Claim 17 is similarly rejected. 

13. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi, Beernink, Edwards, Eisenberg, Berman, and Liu, and in further view of 
Marianetti, II et al. (US 5889888, patented 30 March 1999, hereafter Marianetti). 

As per dependent claim 19 Takahashi, Beernink, Edwards, Eisenberg, and Liu 
disclose the limitations similar to those in claim 15, and the same rejection is 
incorporated herein. Takahashi, fails to specifically disclose a method wherein a first 
touch-screen display is used to implement the first area and a second touch-screen 
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display is used to implennent tlie second area. However, Marianetti discloses a method 
wherein a first touch-screen display is used to implement the first area and a second 
touch-screen is used to implement a second area (Figure 3). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to have combined Takahashi with Marianetti's implementation of 
separate display screens, since it would have allowed a user to have separate screens 
for writing text and another for viewing text. 

Response to Arguments 

14. Applicant's arguments filed 14 February 2008 have been fully considered but 
they are not persuasive. 

The applicant argues that Berman fails to disclose scroll controllers for scrolling 
the portion of text (page 10). The examiner respectfully disagrees. Berman discloses 
scroll bars added to windows allowing for data to be scrolled (column 9, lines 31-36). 
Applying scroll bars to the teachings of Takahashi, would have allowed for text areas to 
be scrolled. Therefore, this argument is not persuasive. 

Conclusion 

1 5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to tin is final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KYLE R. STORK whose telephone number is (571)272- 
4130. The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Kyle R Stork /Stephen S. Hong/ 

Examiner Supervisory Patent Examiner, Art 

Art Unit 2178 Unit 2178 

krs 



